TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
Paper No. 29

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-1950
Appl i cation 08/061, 928*

HEARD: Jun. 8, 1998

Before KIMLIN, GARRI S, and OANENS, Adm ni strative Patent
Judges.

GARRI' S, Administrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed May 13, 1993. According
to appellant, this application is a continuation of
Application 07/884,622, filed May 15, 1992, now U.S. Patent
5, 266, 495, issued Novenber 30, 1993; which is a continuation
of Application 07/487,637, filed March 2, 1990, now abandoned.
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This is a decision on an appeal which involves clains 1
through 3, 8, 12 and 13.2 The only other clains remaining in
the application, which are clainms 4 through 7 and 9 through
11, have been al | oned.

The subject matter on appeal relates to a nethod and
apparatus for collecting for image anal ysis a sel ected
guantity of particles having a known average size above a
threshol d size and that are in a fluid nedium Further
details of this appeal ed subject matter are set forth in
illustrative i ndependent claiml, a copy of which taken from
the specification is appended to this decision.

The references relied upon by the exam ner as evi dence of

obvi ousness are:

Zahni ser et al. 4, 395, 493 Jul . 26, 1983
(Zahni ser)

Hunt et al. 4, 583, 396 Apr. 22, 1986
(Hunt)

2 As a matter of clarification, we point out that the
i ssues raised by the appellant in his brief regarding the
exam ner's objections to the application drawing are
resol vabl e by way of petition not appeal which the exam ner
correctly observed on page 2 of the answer. See generally, In
re Hengehol d, 440 F.2d 1395, 1403, 169 USPQ 473, 479 (CCPA
1971) and In re Searles, 422 F.2d 431, 435, 164 USPQ 623, 626
( CCPA 1970).
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Mukogawa et al . 4, 765, 963 Aug. 23, 1988
( Mukogawa)

Clainms 1 through 3, 8, 12 and 13 are rejected under
35 U.S.C. 8 103 as being unpatentabl e over Zahniser in view of
Hunt .

Clainms 1, 3 and 8 are rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Miukogawa, and claim2 is
correspondingly rejected over this reference and further in
vi ew of Hunt.

Prelimnarily, we observe that the independent clains
have been separately grouped; see the paragraph bridgi ng pages
6 and 7 of the brief. Accordingly, the dependent clains on
appeal will stand or fall with these independent clains.

W refer to the brief and to the answer for a conplete
exposition of the opposing viewoints expressed by the
appel | ant and the exam ner concerning the above noted
rej ections.

CPI NI ON

For the reasons which follow, we will sustain the
rej ection based on Zahniser in view of Hunt, but we will not
sustain either of the rejections based on Mukogawa al one or

further in view of Hunt.
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W agree with the appellant that Mikogawa contai ns no
teachi ng or suggestion of termnating the fluid signal in
response to a selected change in the neasured paraneter as
recited in clause D or for transferring the particles to an
optical elenment for imge analysis as recited in clause E of
t he i ndependent cl ains under rejection. Concerning the clause
D feature, the exam ner urges that the "prescribed tine in
Mukogawa. . . is viewed as the presently recited neasured
paranmeter” (answer, page 6). This viewis clearly erroneous
since the here clained "nmeasured paraneter” is explicitly
defined in clause C as "responsive to fluid flow', and
Mukogawa's tine paraneter is plainly not so responsive. As
for the clause E feature, we cannot agree with the exam ner
that it would have been obvious to conbine the prior art
enbodi nent described in colum 1 of Mikogawa with patentee's
figure 1 enbodinent. In our opinion, the appellant is correct
I n arguing that these enbodi nents are alternative, and thus
not conbi nabl e, nechanisns for determ ning water purity.

In light of the foregoing, we cannot sustain the
exam ner's section 103 rejection of clains 1, 3 and 8 as being

unpat ent abl e over Mukogawa. Moreover, we al so cannot sustain
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the rejection of claim2 as being unpatentabl e over Mikogawa
in view of Hunt since at |east one of the above discussed
deficiencies would persist even if these reference teachings
were conbined in the nmanner proposed by the exam ner.

Concerning the rejection based on Zahniser in view of
Hunt, we agree with the exami ner's basic position that the
cumul ative teachings of these references would have suggested
to one with ordinary skill in the art replacing Zahniser's
cell counter nechanismw th a counter nechanismof the type
taught by Hunt. According to the appellant, these references
contai n no suggestion of why or how to conbine their teachings
in such a manner as to result in the here clainmed invention.
This viewpoint is not well founded.

An artisan with ordinary skill would have been noti vated
to effect the above noted replacenent in order to obtain the
advant ages taught by Hunt, nanely, the substitution of a
sinpl e and speedy counter nechanismfor a relatively expensive
and conplicated one (e.g., see lines 19 through 25 in colum
1) such as the one taught by Zahniser. Further, the artisan
woul d have achi eved this desideratum by nmeasuring fluid

pressure or flow across Zahniser's filter in accordance with
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the teachings of Hunt. In this regard, we enphasize that Hunt
expressly teaches utilizing his counter nechani smon a novabl e
stripinthe formof a filter (e.g., see lines 17 through 28
in colum 2) which corresponds to the novable filter tape of
Zahni ser and that Hunt expressly teaches using his nmechani sm
as a particle counter (e.g., see lines 59 through 64 in colum
4) .

For the above stated reasons, it is our determ nation
that the reference evidence adduced by the exam ner

establishes a prima facie case of obviousness within the

nmeani ng of 35 U. S. C

8§ 103. At this point, therefore, it is appropriate to re-
assess all the evidence of record including the appellant's
evi dence of nonobvi ousness in order to reach an ultimate
concl usi on of obvi ousness versus nonobvi ousness. See, for

exanple, In re R nehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976) .
As evi dence of nonobvi ousness, the appellant offers the
Zahni ser and Farber declarations of record under 37 CFR 1.132

(see paper nunbers 5 and 8 respectively).
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For the nost part, the Zahni ser decl aration describes
oper ati onal problens which devel oped in attenpting to count
cells or particles in the manner taught by the Zahni ser
patent. In our view, this aspect of the Zahni ser decl aration
reinforces the above discussed desirability of replacing an
expensi ve and conplicated counter nechani smof the type
di scl osed in the Zahniser patent with a sinple and speedy
counter nmechani smof the type taught by Hunt. To this extent,
t he Zahni ser declaration tends to support a concl usion of
obvi ousness rat her than nonobvi ousness.

The Farber decl aration describes the advantages and
prai se therefor by others resulting fromuse of an instrunent
referred to as the "ThinPrep Processor” in conparison to
conventional cytol ogy practices such as conventional Pap snear
testing. However, this conparison has little if any probative
value in relation to the obviousness issue before us since it
relates to conventional cytology practices such as Pap snear
testing rather than the closest prior art represented by the
nmet hod and apparatus described in the Zahniser patent. 1ln re
Merchant, 575 F.2d 865, 869, 197 USPQ 785, 788 (CCPA 1978)

(applicant nust conpare his clainmed invention with cl osest
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prior art to rebut a prina facie case). For exanple, the

advant ages described in the Farber declaration (e.g., see item
10 on page 10) relative to the "ThinPrep Processor"” instrunent
appear to be also applicable to the apparatus described in the

Zahni ser patent. 1n re Baxter Travenol Labs, 952 F.2d 388,

392, 21 USPd 1281, 1285 (Fed. Cir. 1991) (mere recognition
of latent properties in the prior art does not render
nonobvi ous an ot herwi se known i nvention).

In addition, the above noted "ThinPrep Processor"
instrument is not described in the Farber declaration wth
specificity sufficient to allow an inforned assessnent of
declarant's statenent "I consider the advantages summari zed
above in Paragraphs 6, 7 and 9-15 to be, at least in part, the
direct result of both collecting and counting the cells on the
filter element of the ThinPrep Processor instrunment in a
manner described in this application for patent” (declaration,
page 14) particularly in relation to whether the proffered

evi dence of nonobvi ousness is comrensurate in scope with the

clains on appeal. In re Gasselli, 713 F.2d 731, 743, 218

USPQ 769, 778 (Fed. Cir. 1983); In re Altenpohl, 500 F.2d

1151, 1159, 183 USPQ 38, 44 (CCPA 1974). Finally, the
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declarant's opinion at item 17 on page 14 that "such cl ai ned
subject matter is unobvious"” is entitled to little if any
wei ght since it anbunts to an expression of ultimte | ega

concl usi on. In re Altenpohl, id.

The circunstances recounted above |ead us to determ ne
that the evidence of record on, balance, weighs nost heavily
in favor of an obviousness conclusion. W shall sustain,
therefore, the section 103 rejection of clains 1 through 3, 8,

12 and 13 as bei ng unpatentabl e over Zahniser in view of Hunt.
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The decision of the exam ner is affirnmed.

AFFI RVED

Edward C. Kimin )

Adm ni strative Patent Judge )
)
)
)

Bradley R Garris ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

Terry J. Omens )

Adm ni strative Patent Judge )
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Pat ent Adm ni strator

Testa, Hurwitz & Thibeault, LLP
H gh Street Tower

125 Hi gh Street

Bost on, MA 02110
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APPENDI X

1. A nethod for collecting for inage analysis a
sel ected quantity of particles having a known average size
above a threshold size and that are in a fluid medi um
conprising the steps of A providing a flow path for the fluid
medium wth the particles carried therein, across a filter
devi ce having a substantially uniformdistribution of
apertures of substantially uniformsize for blocking particles
above said threshold size and passing snaller particles,

B. appl ying a known fluid signal to the flow
pat h, including across said filter device,

C. nmeasuring a paraneter responsive to fluid
flow through said filter device due to said applied fluid
signal and which changes according to bl ockage of said filter
devi ce by particles above said threshold size,

D. termnating said fluid signal in response
to a selected change in said nmeasured paraneter, and

E. transferring the particles collected on
said filter device, after said selected change in said
neasured paraneter, to an optical elenent for imge anal ysis.



